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STATEMENT OF CONSIDERATIONS

Request by Amaco Production (lompany
for an Advance Waiver of Domestic and Foreign Invention Rights
under Cooperative Agreement No. DE-A(722-94P(-340A4
W(A)-95-025, CH-0869

Amoco Production Co. (Amoco) has requested a waiver of domestic and foreign nghts
for all subject inventons under this agreement, subject to the patent rights provisions of the
agrecinent (auttached). The subject cooperative agreement is directed toward research and
developruent leading 1o the development of catalyst and process technology for evaluations as
potential routes for the production of high volume fuel oxygenates. Success would gencrate
novel routes to produce urypenates Lo salisly the Clean Air Act Amendments of 1990 that
require increasing the oxygen content of gasoline by 2.7% by weight in carbon monoxide (CO)
non-attainment arcas, and to 2.0% by weight in vzone (Q2) nun-altainment areas, 10 thereby
achieve a reduction in pollutants resulting from combustion of fuels.

As brought out in Amoco's response 1o question 3 iu the utlached cupy ol its peiition for
waiver, the total cstimated cost of this agreement is about $883,182 with Amoco cost sharing
about 21 pcreent of the total agreement cost, or $185,551. DOE is thus providing $697,631
toward this cffort. The period for performance of the Cooperative agreement s fioi Oclober 1,
1994 to Scptember 30, 1996.

As indicated in Amoco's lctter forwarding this petition to DO, Amoco's request for this
advance wajver was delayed as the result of corporate restructuring. It is understood that this
waiver will not revert back to the beginning of the cooperative agreement cffort. Nevertheless,
along with this petition, Amoco has submitted a first invention disclosurc under this cooperative
apreement entitled "Catalyst System for the Direct Conversion of Methanol to Light Higher
Aleohols" (DOE Case No. S-84,629, "Attachment 1"). Amoco is also requesting a warver of
domestic and foreign rights in this identified invention. The delay in filing this petition i3
excused with respect to both the identified invention and the advance waiver.

Amoco is technically competent in the field of gas utilization and technology related to
oxygenate production. Appendices A and B list extensive publications and patents in this
technological area. L'he government has rights in two of the patents listed in appendix B. One is
the resuit of a work-tar-others agreement with Argonne National Laboratory (S-76,940, patent
no. 5.356.728). The other 1s from a (RADA with Argonne (S-79,902) which DOE is currently
prosecuting. These two patents are nof wirhin the scope of the work covered by this cooperative
agreemerit, but are the result of complementary work.
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Tn addition to 1ts direct cost sharing, according (v its response to questions 7 and 8,
Amoco has invested in background research relevaut to the cooperalive agreement technology.
This investment has been about $40 million dollars in the coustruction and operation of several
laboratory and pilot scalc rescarch units to study the production uf uxygendtes. Amoco is also
performing cooperative rescarch with outside organizations thuoughout the world in countries
including Denmark, Switzerland, and Russia. Amoco intends further investnent in the technol-
ogy. In addition to cost sharc, Amoco has had a continuous investment thuough « dedicited
engineering group providing technical expertisc derived from previous research. This privale
investment clearly demonstratca Amoco's commitment to the technology and indicates &
likelihocd of an effort to commercialize the results of the agreement.

The grant of the waiver will more effectively promotc the development and commercial
utilization of any future inventions under the cooperative agrcement, as well as the invention
submitted with the petition. As brought out in response to question's 5, 9 and 10 of the petition,
Amoco 1§ currently not participating in the manufacture of oxygenatcs market. Granting of the
waiver will provide incentives for Amoco to enter the market and to further develop the
technology. Competition will be promoted in that the market for low cost oxygenates will be
driven by Amoco's participation. It is intended that a variety of fuel oxygenates be generated as
the result of work under this cooperative agreement. R&D work directed to producing oxygen-
ates is in progress in several laboratories, and Amoco intends to mvolve others in the industry in
the application ot this new technology under reasonable terms.

Amoco has agreed| ta the standard provisions with tespect to invention waivers with the
substitution of the march in rights, U.S. manufactuning preference, and U.S. government license
provided in 35 U.S.C. 202-204  Additionally, Amoco has accepted standard background patent
and data provisions of paragraphs (k),(h) and (j) to assure commercialization of the technology.
Amoco has agreed to the provisions of the attached LS. Competitiveness clause. This clause
recognizes that there are site-specific issiies in the oxygenate producing industry where U.S.
manufacture may not be commercially practical. It 1= nated that the Energy Policy Act of 1992
(42 U.S.C. § 13201 et. seq.) does not apply to this conperative effort

Considering the fcregoing. it is believed that granting the waiver will provide Amoco
witli the necessary incentive to invest its resources in the commercialization of the results of the
iuveution and cooperdtive agreement in a fashion which will make the invention's and coopera-
tive agreewnent’s beuelits available to the public in the shortest practicable time. Therefore in
view of the objectives and considerations set forth in 41 CFR 9-9.109-6, all of which have heen
considered, it is reconunended that the requested wajver, covering the identified invention S-
84,629, as wcll as any other inventions made under the cooperative agreement, be granted.

o ——————

1\_4ark . Dvorscak, Patent Attorucy
Intellectual Property Law Deparunent
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_Based on the forgoing Statement of Considerations and the
representations in the waiver request, it is determined that the
interests of the United States and the general public will best
be served by a waiver of patent rights of the scope described
above, and therefore the waiver is granted. This waiver shall
_not apply to any modification or extension of this agreement,

where through such modification or extension, the purpose, scope,
or cost of the agreement is substantially altered.

CONCURRENCE:
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Associate Deputy Assistant Secretary
for Research and Development

Office of Coal Technology, HQ

APPROVAL: “oe

Assistant neral Counsel for
Technolo Transfer and
Intellectual Property, HQ
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